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REMARKS 

Restriction requirement 

In the Office Action of August 13, 2007 the Examiner asserts, in a restriction requirement, that 
the present application contains inventions or group of inventions which are not so linked as to 
form a single general inventive concept under PCT Rule 13.1. The Examiner asserts that the 
present application contains two inventions — Group I, claims 1-7, drawn to a composition 
comprising a mixture of or at least one extract selected from Euphorbiae radix, gingered 
Magnolia bark, parched Puerariae radix and Glycyrrhizae radix; and Group II, claims 8-13, 
drawn to a composition comprising magnolol isolated from Magnolia bark. The Applicant 
traverses this restriction for the following reasons. 

1. The Applicant submits that under PCT Rule 13.1, ". . .a group of inventions so linked to 
form a single general inventive concept... " fulfills the requirement of unity of invention. More 
specifically, under PCT Rule 13.2, the requirement is fulfilled "...when there is technical 
relationship among those inventions involving one or more of the same or corresponding special 
technical features". The Applicant submits that the unity requirements in view of independent 
claims 1, 2, 3 and 8 are met according to the Written Opinion of the International Search 
Authority, a copy of which is enclosed for the Examiner's reference, wherein these claims are 
grouped into group (i). 

Additionally, the Applicant notes that while the Examiner of the International Searching 
Authority restricts some of the dependent claims (5, 7, 9, 11 and 13) for reciting a functional 
food in view of the composition recited in the independent claims, this does not void these 
dependent claims from having the same single general inventive concept. Specifically, the 
Applicant submits that all claims recite extracts from Magnolia bark. 

2. Furthermore, the Applicant reminds that Examiner that 35 USC § 121 authorizes, but 
does not require, the USPTO to restrict an application to one invention if two or more 
independent and distinct inventions are claimed in one application. In view of the expense that 
would be imposed upon the Applicant by multiple patent applications and multiple patents, it is 
believed that restriction requirements should be issued only when absolutely necessary. 
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3. The Examiner is respectfully reminded of MPEP 803, which states that 

"If the search and examination of all the claims in an application can be made 
without serious burden, the examiner must examine them on the merits, even 
though they include claims to independent or distinct inventions" 

In the case at issue, there is no serious burden in examining 13 claims, of which all belong to the 
same technological class. 

4. The Applicant submits that the restriction requirement set forth in the Office Action of 
August 13, 2007 is improper . As such, reconsideration is respectfully requested and the 
Examiner is respectfully requested to withdraw the restriction requirement. However, as required 
under 35 USC § 121, Applicant provisionally elects Group I, claims 1-7. 

5. Additionally, Applicants expect the Examiner to use a consistent test with respect to what 
matters are obvious and what matters are unobvious throughout the prosecution of this 
application. Because the Examiner is adopting a particular standard for patentability in this case 
in terms of the election/restriction requirement, Applicants will expect that the same test be used 
throughout the prosecution of this application if the Examiner does not withdraw the 
election/restriction requirement made in the official action. 

Conclusion 

The traversal of the restriction requirement and the remarks regarding the traversal are being 
submitted without prejudice. .In view of the above, allowance of the pending claims is 
respectfully solicited. 

* * * 



! 
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OCT ^ 

' 7 too? 

The d&mmissioner ^/authorized to charge any additional fees which may be required or credit 
overpayi^^^^j^osit account no. 12-0415. In particular, if this response is not timely filed, 
then the Commissioner is authorized to treat this response as including a petition to extend the 
time period pursuant to 37 CFR 1.136 (a) requesting an extension of time of the number of 
months necessary to make this response timely filed and the petition fee due in connection 
therewith maybe charged to deposit account no. 12-0415. 
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1. This opinion contains indications relating to the following items: 
Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 43bis.l(a)(i) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 
Certain documents cited 





Box No. I 




Box No. II 


□ 


Box No. ID 




Box No. IV 




Box No. V 




Box No. VI 


□ 


Box No. Vn 


□ 


Box No. Vm 



2. FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the 
International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority 
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written 
opinions of this International Searching Authority will not be . so considered. 

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the 
IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing 
of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later. 
For further options, see Form PCT/ISA/220. 

3. For further details, see notes to Form PCT/ISA/220. 
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Box No. I Basis of this opinion 



1 . With regard to the language, this opinion has been established on the basis of the international application in the language in 
which it was filed, unless otherwise indicated under this item. 

* 

| | This opinion has been established on the basis of a translation from the original language into the following language 

, which is the language of a translation furnished for the purposes of international search (under 

Rules 12.3 and 23.1(b)). 

2. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the 
claimed invention, this opinion has been established on the basis of: 

a. type of material 

| J a sequence listing 

| | table(s) related to the sequence listing 

b. format of material 

| [ in wirtten format 

[ | in computer readable form 

c. time offilmg/fornishing 

• -I I • contained in the international application as filed. . ' . 

| 1 filed together with the international application in computer, readable form. 
[ | furnished subsequently to this Authority for the purposes of search. 

3. Q In addition, in the case that more than one version or copy of a sequence listing and/or table relating thereto has been 
filed or furnished, the required statements that the information in the subsequent or additioanl copies is identical to that 
in the application as filed or does not go beyond the application as filed, as appropriate, were furnished. 



4. Additional comments: 
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Box No. II Priority 

1. Q The following document has not yet been furnished: 

| | copy of the earlier application whose priority has been claimed (Rule 43bis. 1 and 66.7(a)). 

| | translation of the earlier application whose priority has been claimed (Rule 43bis.l and 66.7(b)). 

Consequently it has not been possible to consider the validity of the priority claim. This opinion has nevertheless been - 
established on the assumption that the relevant date is the claimed priority date. 

2. Q This opinion has been established as if no priority had been claimed due to the fact that the priority claim has been found 

invalid (Rules 43bis.l and 64.1). Thus for the purposes of this opinion, the international filing date indicated above is 
considered to be the relevant date. 

3. Additional observations, if neccessary: 

When the International Search Report has been done, the priority date of 06 February 2004 is considered as a valid date. 
Otherwise, the document KR 2004-0108500 A, published on 24 December 2004, would become relevant. 
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Box No. IV Lack of unity of invention 


1. [ | In response to the invitation (Form PCT/ISA/206) to pay additional fees the applicant has: 


| | paid additional fees 




| [ paid additional fees under protest 




■ •• ■ P^] not paid additional fees 




2. ^| This Authority found that the requirement of unity of invention is not complied with and chose not to invite the applicant 
to pay additional fees. 


3. This Authority considers that the requirement of unity of invention in accordance with Rule 13.1, 13.2 and 13.3 is 


\ [ complied with 




| [ not complied with for the following reasons: 




Claims 4, 6, 10 and 12 concern a pharmaceutical composition, and claims 5, 7, 11 and 13 


' concern a functional food. Although the abovementioned claims are relevant to the 


composition comprising the. same active .ingredient, there is no technical relationship 


between .a pharma'ceuticarcompbsition and afunctional food.' 




Hence, the application contains the following separate groups of inventions not so linked 


as to form a single general inventive concept (PCT Rule 13.1) ' 


i ) Claims 1-4, 6, 8-10 and 12 




ii) Claims 1-3, 5, 7-9, 11 and 13 




4. Consequently, this opinion has been established in respect of the following parts of the international application : 


| | all parts. 




| | the parts relating to claims Nos. 
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Box No. V Reasoned statement under Rule 43bis.l(a)(i) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 


1. Statement 




1 n 

Novelty (N) Claims 1-13 


YES 


Claims 


NO 


Inventive step (IS) Claims 8 " 13 


YES 


Claims 1-7 


NO 


Industrial applicability (IA) Claims 1-13 


YES 


Claims 


NO 


2. Citations and explanations : 




The present invention relates to a composition for the prevention and treatment of 


diabetic complications or for the prevention of aging, comprising an extract of any one 


. selected from- Euphorbiae radix, gingered Magnolia bark, parched Puerariae radix and 


Glycyrrhizae radix, or a mixture of extracts from .these. herbal/materials;, or magnblol 


..isolated from Magnolia bark as an active ingredient..' 




■ The following documents have been considered for the purpose of this' Written Opinion *" 


Dl = Clin. Med. J. (Engl). 102(3), 203-6 (1989) 




D2 = Zhongguo Zhong Yao Za Zhi, 14(9), 557-9, 576 (1989) 




D3 = JP 03-068517 A (25. 03. 1991) 




D4 = JP 63-104912 A (10. 05. 1988) 




D5 = JP 07-017856 A (20. 01. 1995) 




1) Novelty 




Dl and D2 state that an extract of Glycyrrhizae radix has the inhibitory effect on rat lens 


aldose reductase. D3-D5 state that some compounds isolated from Glycyrrhizae radix 


inhibit the activity of aldose reductase. 




However, they do not clearly describe the effect of an extract of Glycyrrhizae radix in 
preventing and treating diabetic complications or in preventing aging. 


(Continued on Supplemental Sheet.) 
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Box No. VI Certain documents cited 



1. Certain published documents (Rule 43bis.l and 70.10) 



Application No. 
Patent No. 



Publication date 
(day/month/year) 



Filing date 
(day/montfi/year) 



Priority date (valid claim) 
(day/montfi/year) 



KR 2003-0039241 



24/12/2004 



17/06/2003 



( KR 2004-0108500 A) 

The earlier application whose priority has been claimed in the present application is the document KR 2004-0008047 A filed on 
06 February 2004. It dose not disclose a composition for preventing or treating diabetic complications, comprising magnolol 
isolated from Magnolia bark. Therefore, the priority of claims 8-13 in the present application is not valid. 

The document KR 2004-0108500 A was published on 24 December 2004, i.e. between the priority and filing dates of the 
present application. In case the priority of claims 8-13 in the present application is not valid, this document is relevant for 
assessing novelty and inventive step. 



2. Non-written disclosures (Rule 43bis.land 70.9)"'. 



Kind of non- written disclosure 



Date of non-written disclosure 
(day/montii/year) 



Date of written disclosure 
referring to non-written disclosure 
(day/montlifyear) 
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Supplemental Box 

In case the space in any of the preceding boxes is not sufficient. 
Continuation of : 

Box V. 

Therefore, the subject-matter of claims 1-13 can be regarded as novel (PCT Article 
33(2)). 

2) Inventive step 

Claims 1-7 relate to a composition for the prevention and treatment of diabetic 
complications or for the prevention of aging, comprising an extract of any one selected 
from Euphorbiae radix, gingered Magnolia bark, parched Puerariae radix and Glycyrrhizae 
radix, or a.jnixture of extracts from these herbal materials. as an. active ingredient; 

D1-D5 dp not clearly indicate 'that an extract of Glycyrrhizae radix is effective" 'for 
preventing and treating diabetic complications or for preventing aging. However, it is well 
known to the skilled person in the art that aldose reductase inhibitors are useful for 
treating various complications of diabetes and for preventing aging. 

Therefore, the skilled man in the art would arrive at the subject-matter of claims 1-7 
without the exercise of inventive skill. Consequently, the subject-matter of claims 1-7 
is not considered to fulfil the requirement of inventive step (PCT Article 33(3)). 

Claims 8-13 concern a composition for the prevention and treatment of diabetic 
complications or for the prevention of aging, comprising magnolol isolated from Magnolia 
bark as an active ingredient. 

• However, D1-D5 do not' state that magnolol would be useful for preventing and treating 
diabetic complications or for preventing aging. Thus, the subject-matter of claims 8-13 
is considered to involve an inventive step (PCT Article 33(3)). 

3) Industrial applicability 

Claims 1-13 meet the criteria set out in PCT Article 33(4). 
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